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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election with traverse of Group II, claims 1-24 in 
the reply filed on July 27, 2005 is acknowledged. The traversal is on 
the ground (s) that the independent claims of Group I includes "means" 
for 7 ' performing the steps recited in the independent claim of Group 
II, using the same language; and that (i)f the apparatus claims 
include a claim to "means" for practicing the process, the claim is a 
linking claim and must be examined with the elected invention. This 
is not found persuasive because the independent claims of Group I does 
not include "means for", however, independent claim 13 of Group II 
does include "means for", and is being examined with the Group II, 
claims 1-24. 

The requirement is still deemed proper and is therefore made 
FINAL. 

Speci fi cation 

2. The disclosure is objected to because numeral "42" (paragraph 23, 
lines 3 and 4) denotes 2 separate elements. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 
112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
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use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

4. Claims 17-20 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement. The claim(s) 
contains subject matter which was not described in the specification 
in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or 
use the invention. 

• Applicant recites in claims 17-20, means for performing various 
tasks. However, these means are not specifically explained in 
the specification. For example, in claim 17, applicant recites a 
"means for modifying the surfacing device for a surfacing task' 7 . 
The means are not clearly defined in the specification. Is the 
means a separate tool, bolts for holding the surfacing device, or 
the actual surfacing device itself? 

5. The following is a quotation of the second paragraph of 35 U.S.C. 
112 : 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

6. Claims 2-4, and 14 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant regards as the 
invention. 

• In claim 2, line 4, "the controlled amount of force" lacks proper 
antecedent basis since it was not properly earlier referred to. 
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• In claim 14, lines 2 and 3, is this "means for actively following 
the contour" the same as the "means for following a contour" 
recited in claim 13, line 5? 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section 
made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application . for patent in the United States. 

8. Claims 1,2,5-8,13,16-20 and 23 are rejected under 35 
U.S.C. 102(b) as being anticipated by Whitsett . 

• Whitsett discloses an apparatus for preparing a surface with a 
surface preparation device (16), the apparatus comprising; a mount 
(including elements 132,162, etc., see figure 3) that supports 
the surface preparation device; a platform ( 93 ) ; and a suspension 
system (including element 14) that applies a force pressing the 
mount towards the surface, the suspension system being disposed 
between the mount and the platform, the suspension system being 
operable to position the surface preparation device in contact 
with the surface. See figure 1. 

• Regarding claim 2, applicant's broad recitation of "armature" is 
met by element 91. Also, winch 100 functions as an actuator for 
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providing a controlled amount of force. See column 4, lines 9-13 
and column 7, lines 30 and 31. 

• Regarding claims 5 and 6, the mount is "gimbaled" (see column 4, 
lines 61-end to column 5, lines 1-4) and allows the device to 
follow a contour of the surface. 

• Regarding claims 7 and 8, a plurality of wheels (78 , 80 , 82 , 84) is 
attached to the platform facilitating mobility thereof. 

• Regarding claims 13 and 16, means 184 modulate a height of the 
surfacing device in response to a change in a height of the 
surface relative to the floor; means 14 follow a contour of the 
surface with the surfacing device; and means 90 controls an 
amount of force exerted by the surface device upon the surface. 

• Regarding claims 17-20, to the extent that they are understood, 
the means 40 is capable of performing the recited limitations in 
claims 17-20, since the means 40 may be removed to allow 
replacement of the surfacing device. 

• Regarding claim 23, means 14 allow for moving of the surfacing 
device relative to the surface. 

9. Claims 1-10,13,14,16-24 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Appel et al . 

• Appel et al discloses an apparatus for preparing a surface with a 
surface preparation device (32), the apparatus comprising; a mount 
(30) that supports the surface preparation device; a 
platform(20) ; and a suspension system(102) that applies a force 
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pressing the mount towards the surface, the suspension system 
being disposed between the mount and the platform, the suspension 
system being operable to position the surface preparation device 
in contact with the surface. See figures 5 and 6, column 9, 
lines 48-end to column 10, lines 1-12. 

• Regarding claims 2 and 3, element 104 and 106 meet applicant's 
broad recitation of "armature" . Also, springs 108a and 108b 
function as an actuator for providing a controlled amount of 
force and can be replaced by a pneumatic device. See column 9, 
lines 65-67 to column 10, lines 1-12. 

• Regarding claim 4, the apparatus further comprises a regulator 
for controlling the amount of force provided by the pneumatic 
cylinder. See column 5, lines 30-44. 

• Regarding claims 5 and 6, the mount is "gimbaled" (see column 8, 
line 28) and allows the device to follow a contour of the 
surface . 

• Regarding claims 7-10, a plurality of wheels is attached to the 
platform facilitating mobility thereof, and a pneumatically 
powered motor is inherently attached to at least one of the 
plurality of wheels and configured to propel the platform by 
rotating the at least one wheel. See column 7, lines 12-20. 

• Regarding claims 13,14 and 16, means 104,106 modulate a height of 
the surfacing device in response to a change in a height of the 
surface relative to the floor; means 32 follow a contour of the 
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surface with the surfacing device; and means 108a, 108b control an 
amount of force exerted by the surface device upon the surface in 
response to a computer readable inherently representation of the 
contour of the surface (see column 7, lines 18-20. 

• Regarding claims 17-2 0, to the extent that they are understood, 
the means 32 is capable of performing the recited limitations in 
claims 17-20, since it contains suitable means that may be 
removed to allow replacement of the surfacing device. See column 
7, lines 65-67 to column 8, lines 1-10. 

• Regarding claims 21-43, pneumatic means allow for moving of the 
surfacing device relative to the surface. See column 10, lines 
8-12 . 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

11. Claims 11 and 12 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Appel et al (6, 189, 473) . 

• Appel et al is explained above. 

• Appel et al does not specifically a steering linkage which is 
modulated pneumatically and configured to control the rotational 
plane of at least one of the plurality of wheels. 
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• However, since clearly the apparatus is completely mobile without 
any direct assistance from humans, it would have been obvious to 
one having ordinary skill in the art at the time the invention 
was made to provide a steering linkage which would allowable at 
least one of the wheels to turn whereby the apparatus may also be 
turned. See column 10, lines 22-25. 

12. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Appel et al (6, 189, 473) in view of Beckett et al (5, 643 , 047) . 

• Appel et al is explained above. 

• Appel et al does not disclose means for sensing the contour of a 
surface and actively following the contour of the surface in 
response to the sensed contour of the surface. 

• Beckett et al discloses that it is well known in the art to 
prepare a surface by using an apparatus which senses the contour 
of a surface and actively follows the contour of the surface in 
response to the sensed contour of the surface. See abstract. 

• Therefore, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have 
modified the Appel et al apparatus by providing means for sensing 
the contour of the surface and actively following the contour of 
the surface with the means (32) for actively following the contour 
of the surface in response to the sensed contour of the surface. 

Conclusion 
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13. The prior art made of record and not relied upon is considered 
pertinent to applicant's disclosure. 

• The cited references disclose apparatuses for processing surfaces 
located above a floor. 

14. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Timothy V. Eley 
whose telephone number is 571-272-4506. The examiner can normally be 
reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Allan N. Shoap can be reached on 571-272- 
4514. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http ^/pair- 
direct .uspto .gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free) . 
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